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DETAILED ACTION 
Response to Amendment 

Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 4, 6, 7, 15, 16, 21, 24, 26 and 27 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Nose et al (US Patent number 4998016) in view of Hoen et 
al (US Patent Number 6411589). 

In regards to claims 1,15, and 21, Noses et al discloses an electrostatic actuator 
and method for a contact probe storage device (Fig. 1) comprising: a first electrode (Fig. 
1, element 2); a second electrode (Fig. 1, element 4) supported in a predetermined 
spaced essentially parallel relationship with the first electrode (Fig. 1, elements 1 and 4 
are parallel of each other and the distance between them is the cavity 8) by resilient 
members (Fig. 1, elements 5 and 6 are resilent members); and a probe (Fig. 1 element 
7) configured to engage a medium in which data indicative topographical features are 
formed (Fig. 13, it is inherent that the apparatus will record a pattern onto the medium 
by marks), the probe being mounted on the second electrode so as to extend away from 
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the first electrode (Fig. 1 , the probe 7 is mounted on the upper electrode 4 which is 
away from the lower electrode 2), wherein only one of the first and second electrodes is 
configured to have a voltage selectively applied thereto to attract the first and second 
electrodes toward one another and move the probe away from the medium (Column 6, 
lines 10-13 and 22-28). However, Nose does not disclose wherein the second 
electrode is supported by a plurality of flexible extension members. 

In the same field of endeavor, Hoen et al discloses wherein the second electrode 
is supported by a plurality of flexible extension members (Fig. 2A, element 82). At the 
time of the invention it would have been obvious to a person of ordinary skill in the art to 
modify the electrostatic actuator of Nose et al to have a second electrode is supported 
by a plurality of flexible extension members suggested by Hoen et al. The motivation 
for doing so would have been to resist motion of the medium (Column 7 lines 35-37). 

In regards to claims 4 and 24, Nose et al but Hoen et al discloses an electrostatic 
actuator, wherein a first pair of the flexible extensions are configured to apply a voltage 
to the second electrode (Column 1 1 , lines 39-46). The motivation is the same as claim 1 
above. 

In regards to claims 6 and 26, Nose et al does not but Hoen discloses an 
electrostatic actuator as set forth in claim 3, wherein the flexible extension members are 
made of an electrically conductive material (Column 15, lines 13-16, silicon is 
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conductive material). The motivation is the same as claim 1 above. 

In regards to claims 7 and 27, Nose et al discloses an electrostatic actuator and 
method, wherein the flexible extension members each have an electrically conductive 
portion (Column 15, lines 13-16; if they are made of conductive material then they have 
an electrical conductive portion). The motivation is the same as claim 1 above. 

In regards to claim 16, Nose et al discloses a method as set forth in claim 15, 
further comprising: forming a probe, which is supported on the second electrode (Fig. 1 , 
element 4) and which is configured to engage a medium in which data indicative 
topographical features are formed (Column 10, lines 6-12 and Fig. 13, it is inherent that 
the apparatus will record a pattern onto the medium by marks); and forming spacers 
(Fig. 10, element 106) which support the medium in a predetermined spatial relationship 
with the probe (Fig. 10). 

In regards to claim 23, Nose et al does not but Hoen et al discloses an 
electrostatic actuator, wherein the second electrode is supported by a plurality of flexible 
extension members (Fig. 2, element 82). The motivation is the same as claim 1 above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 8, 10, 11, 12, 20 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nose et al in view Hoen et al further in view of Azuma et al (US 
Patent number 6477132). 

In regards to claims 2 and 22, Nose et al and Hoen et al discloses everything 
that is claimed in claim 1 , However, Nose et al and Hoen et al do not disclose an 
actuator to produce a capacitance which varies with the displacement of the probe with 
respect to the medium. 

In the same field of endeavor, Azuma et al discloses an actuator, wherein a capacitance 
varies with the displacement of the probe with respect to the medium (Column 5, lines 
58-62). At the time of the invention it would have been obvious to a person of ordinary 
skill art to modify the actuator of Nose and Hoen et al to produce a capacitance as to 
vary the displacement of the probe with respect the medium. The motivation for doing 
so would have been to control the amount of current/voltage in the actuator. 

In regards to claim 8, Nose et al discloses an electrostatic actuator arrangement 
for a contact probe storage device comprising: a probe (Fig. 1, element 7) configured to 
engage a medium in which data indicative topographical features are formed (It is 
inherent that marks will be in formed in form of bits on the medium); and linear acting 
electrostatic motor means for selectively drawing the probe out of engagement with the 
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medium (Column 6, lines 10-16). However, Nose et al does not disclose and flexible 
support means for supporting the linear acting electrostatic motor. 

Hoen et al discloses the flexible support means for supporting the linear acting 
electrostatic motor (Fig. 2), but does not disclose a capacitor means for sensing 
displacement of a probe with respect to the medium which displacement is induced by 
engagement between the probe and a data indicative topographical feature. 

In the same field of endeavor, Azuma discloses a capacitor means for sensing 
displacement of a probe with respect to the medium which displacement is induced by 
engagement between the probe and a data indicative topographical feature (Column 5, 
lines 58-62). At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to modify the electrostatic actuator of Nose and Hoen et al to 
have a capacitor means as suggest by Azuma. The motivation for doing so would have 
been to control the amount of current/voltage in the actuator. 

In regards to claim 10, Nose et al discloses an electrostatic actuator, wherein a 
first electrode; and a second electrode supported in a predetermined spaced essentially 
parallel relationship with the first electrode (Fig. 1). 

Nose et al and Hoen et al do not but Azuma et al discloses an actuator comprises of the 
capacitor means (Column 6, lines 58-63) and the linear acting electrostatic motor 
means (column 5, lines 46-58). The motivation is the same as claim 2 above. 



In regards to claim 11, Nose et al does not but Hoen et al discloses an 
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electrostatic actuator arrangement, wherein the second electrode comprises flexible 
support means (Fig. 2, element 82). The motivation for doing so would have been to 
resist motion of the medium. 

In regards to claim 12, Nose et al does not but Hoen et al discloses an 
electrostatic actuator arrangement, wherein the flexible support means further comprise 
means for establishing an electrical connection with the second electrode (Fig. 2F). 
The motivation is the same as claim 1 1 above. 

In regards to claim 20, Nose et al and Hoen do not but Azuma et al discloses an 
actuator, further comprising: capacitor means for sensing displacement of a probe with 
respect to the medium which displacement is induced by engagement between the 
probe and a data indicative topographical feature (Column 5, lines 46-62; detecting in 
the change of capacitor is like detecting the displacement of the probe on the recording 
medium with the presence or absence of the recording bit). The motivation is the same 
as claim 2 above. 

Allowable Subject Matter 

Claims 5, 13, 14, 17, 18, 19, 25 objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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In regards to claims 5 and 25, none of the references alone or in combination 
discloses an electrostatic actuator and method, further comprising a heater disposed on 
the second electrode, the heater being electrically isolated from the second electrode 
and electrically connected with a second pair of the flexible extensions which are 
configured to supply electrical current to the heater. 

In regards to claim 13, none of the references alone or in combination discloses 
an electrostatic actuator arrangement as set forth in claim 1 1 , further comprising a 
heater supported on and electrically isolated from the second electrode and disposed 
proximate the probe . 

In regards to claim 17, none of the references alone or in combination discloses 
a method comprising: configuring one pair of flexures to be integral with the second 
electrode and a second pair of flexures to be connected to the second electrode through 
an electrically insulative member: and using the flexures to support the second 
electrode in the predetermined spaced essentially parallel relationship with the first 
electrode. 

Claims 14, 18 and 19 are depended on the allowable claims therefore, are 
allowable. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yi discloses a micro needle probe apparatus with electronic 
circuit. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Linh T. Nguyen whose telephone number is 571-272- 
5513. The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on 571-272-4483. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




